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Opi nion by Walters, Adm nistrative Trademark Judge:

The Hol I and Conpany Inc. of the Carolinas has filed a
trademark application to register the mark shown bel ow on
the Principal Register for “outdoor cooking grills.”?

Applicant submtted the follow ng description of its mark:

The mark consists of the overall visual
i npression of the distinctive configuration of

applicant’s outdoor grill design featuring an
oct agonal housing with dual chi nmeys thereon.
That part of the grill illustrated in dotted

! Serial No. 75/568,851, in International Class 11, filed January 13,
1998, based on an allegation of use of the mark in comrerce, alleging
first use as of June 30, 1988 and first use in conmerce as of Septenber
30, 1988.
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outline is merely intended to show exenpl ary
features of the grill in addition to the subject
mar k.

The Trademark Exam ning Attorney has issued a final
refusal to register under Sections 1, 2 and 45 of the
Trademark Act, 15 U.S.C. 1051, 1052 and 1127, on the
grounds that the subject matter of the application is not
i nherently distinctive,? and that applicant has not
established that the subject matter has acquired

di stinctiveness as a tradenark.

2 Although citing the proper statutory basis, the Exam ning Attorney
refused registration on the ground that the subject matter is de facto
functional and not inherently distinctive. De facto functionality is
not a ground for refusal under the statute. 1In the case of a product
configuration that is de facto functional, the proper ground for
refusal on the Principal Register is that the configuration is not

i nherently distinctive as a matter of |aw, and thus does not function
as a trademark under Trademark Act Sections 1, 2 and 45, 15 U. S.C
Sections 1051, 1052 and 1127. 1In re Ennco Display Systens Inc., 56
UsP@d 1279, 1282 (TTAB 2000).
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Appl i cant has appeal ed. Both applicant and the
Exani ning Attorney have filed briefs® and an oral hearing
was hel d.

Applicant originally filed its application with a
claimof acquired distinctiveness based on nore than five
years of substantially exclusive and continuous use. In
the first office action, the Exam ning Attorney stated that
the statenment of five years use is insufficient in this
case to establish acquired distinctiveness. Applicant
responded by withdrawing its claimof acquired
di stinctiveness, asserting that the subject matter is
i nherently distinctive trade dress, and asserting, in the
alternative, a claimof acquired distinctiveness based on
evi dence submitted therew th.

The Exam ning Attorney issued a final refusal on the
ground that the subject matter is not inherently

distinctive and the evidence submtted is insufficient to

S Wth its brief, applicant subnitted copies of evidence previously
submtted and, for the first tinme, a copy of a prior registration owned
by applicant. In his brief and at the hearing, the Exam ning Attorney
objected to consideration of this additional evidence. Because it is
unti nmely, we have not considered the copy of the registration submtted
with the brief. W note that if we had considered the registration,

our decision would not change. Applicant’s prior registration would be
of little probative value because we woul d not have the record in that
case before us, nor would we be bound by the decision of the Exam ning
Attorney in that case.
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establish acquired distinctiveness. 1In the final refusal,
the Examining Attorney stated as fol |l ows*:

The evi dence of acquired distinctiveness is

i nsufficient because none of the evidence shows
that the configuration, that is the octagonal
body of the grill with the snokestacks, but

w thout the integral snokestack 'caps,' acts as a
source indicator of the goods. There is no
evidence in the record that shows the applicant
has pronoted the body of the grill with the
snokestacks w thout the caps as a source

i ndi cator of the goods. (enphasis in original)

In its brief, applicant acknow edged the Suprene
Court’s decision in Wal-Mart Stores, Inc. v. Sanara
Brothers, Inc., 529, US. 205, 54 U.S. P.Q2d 1065 (2000),
whi ch found that product configurations can not be
i nherently distinctive trademarks, and withdrew its
assertion that the product design conprising the subject
matter of this application is inherently distinctive.
However, applicant continues to contest the Exam ning
Attorney’ s refusal based on the ground that applicant has
not established that the subject matter has acquired
di stinctiveness as a trademark. Thus, our decision

addresses only the issue of acquired distinctiveness.

4 While the Examining Attorney’s argunent includes the statement that
the caps on the snokestacks are an integral part of the product design,
this is a separate refusal relating to whether the subject matter of
the application conforns to the mark as used on the specinens of
record. That issue has not been properly raised in this appeal, nor
was the issue raised during exanmi nation as a basis for refusal
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The burden of establishing acquired distinctiveness is
on applicant. Yamaha Int'l Corp. v. Hoshino Gakki Co.
Ltd., 840 F.2d 1572, 1576, 6 U . S. P.Q 2d 1001, 1004 (Fed.
Cr. 1988), citing Levi Strauss & Co. v. Genesco, Inc., 742
F.2d 1401, 1405, 222 U S.P.Q 939, 942 (Fed. Cr. 1984);
and In re Automatic Radio Mg. Co., 404 F.2d 1391, 160 USPQ
233 (CCPA 1969). To establish acquired distinctiveness,
appl i cant nust show that the primary significance of the
product configuration in the mnds of consuners is not the
product but the producer. Acquired distinctiveness may be
shown by direct and/or circunstantial evidence. D rect
evi dence i ncludes actual testinony, declarations or surveys
of consuners as to their state of mnd. Ci rcunstantial
evi dence, on the other hand, is evidence from which
consumer association mght be inferred, such as years of
use, extensive anount of sal es and advertising, and any
simlar evidence showi ng wi de exposure of the mark to
consunmers. See 2 J. Thonmas McCarthy, MCarthy on
Trademar ks and Unfair Conpetition, Sections 15:30, 15:61,
15: 66 and 15:70 (4'" ed. 1999).

I n support of its claimof acquired distinctiveness,
applicant submtted a claimof nore than five years of
substantially exclusive and conti nuous use; an affidavit by

Barry Byars, a sales representative for an appliance
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deal er; a declaration by Robert B. Holland, applicant’s
founder and president; excerpts fromthe My/June 1993 and
March/ April 1999 editions Consumer Digest; an excerpt from
an undat ed publication entitled Butane Propane News;
advertisenents for applicant’s product; a picture of
applicant’s | ogo; and a copy of a survey report submtted

i n anot her proceedi ng.

The Exami ning Attorney contends that applicant’s
consuner survey, conducted for prior litigation not
involving this application, confirns the |ack of acquired
di stinctiveness of the grill design; that applicant’s own

advertising does not point to or otherw se highlight the

grill design as a source indicator; and that applicant’s
founder’s opinion that its grill design is unique is
i napposite.

The Exami ning Attorney submtted excerpts from
| nternet web pages advertising various third-party grills
and cookers. He contends that this evidence establishes
that there are other grills on the market with simlar
shapes. Applicant contends, however, that the pictures
submtted by the Exam ning Attorney to show simlar product
designs are “pig cookers” rather than grills; and that pig
cookers are sold through different channels of trade to a

different class of purchasers. Applicant contends,
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further, that simlarly designed third-party grills are
copi es of applicant’s “uni que” product design.

After careful review of the evidence of record, we
agree with the Exam ning Attorney that applicant's evidence
of acquired distinctiveness is insufficient to permt
regi stration of the product configuration under Section
2(f). Wiile there is no fixed rule for the anount of proof
necessary to denonstrate acquired distinctiveness, the
burden is heavier in this case because it involves a
product configuration. See EFS Mktg., Inc. v. Russ Berrie
& Co., 76 F.3d 487, 491, 37 U S.P.Q 2d 1646, 1649 (2d Cir
1996) ("[C] onsuners do not associate the design of a
product with a particular manufacturer as readily as they
do a trademark or product packaging trade dress."); Duraco
Prods. Inc. v. Joy Plastic Enter., Ltd., 40 F.3d 1431,

1452, 32 U.S.P.Q 2d 1724, 1742 (3d Gir. 1994) ("[S]econdary
meani ng in a product configuration case will generally not
be easy to establish."); Yamaha, 840 F.2d at 1581, 6

U S. P.Q2d at 1008 (evidence required to show acquired
distinctiveness is directly proportional to the degree of
non-di stinctiveness of the mark at issue); In re Sandberg &
Si korski Dianond Corp., 42 U S.P.Q 2d 1544, 1548 (T.T. A B.
1996) ("In view of the ordinary nature of these designs and

t he common use of gens in descendi ng order of size on
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rings, applicant has a heavy burden to establish that its
configuration designs have acquired distinctiveness and
woul d not be regarded nerely as an ordi nary arrangenent of
gens.").

Wth respect to applicant’s sales and adverti sing
efforts and expenditures, we concur with the Exam ning
Attorney that applicant's showing is insufficient to
establish acquired distinctiveness. While applicant clains
to have total advertising expenditures as of My, 1997, of
$3, 000, 000, there is no indication as to the nature of that
advertising or the nature and extent of the audience for
that advertising. Further, these figures do not indicate
whet her the product configuration is featured in all of the
advertising or whether the configuration is touted or
ot herwi se enphasi zed as a trademark. Wiile the grill is
featured in the advertising submtted, and the functiona
features of the grill are identified, the gril
configuration is not presented in a trademark manner.°®

The Consuner Di gest excerpts describe applicant’s

“

grill as “a truly unique grill” and “unique in style and

performance.” However, within the context of the articles

5> The subnmitted picture of applicant’s |ogo showing the outline of the
grill is not probative of the trademark significance of the three-
di mensional grill as clainmed, i.e., a grill with an octagonal housing.
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t hese phrases appear to refer primarily to the functional
features and performance of the grill.

Simlarly, nerely because applicant’s president and
applicant’s sales representative consider the product
desi gn uni que and applicant has used the product design
since 1988 does not establish that it is perceived as a
trademark by consuners.

We also find that the survey submtted is not
particularly probative of the issue before us. The purpose
of the survey, in another litigation, was to denonstrate
that there was a |ikelihood of confusion between
applicant’s product design and another grill manufacturer’s
product design. The finding that respondents may have
confused the two grill designs does not establish that
applicant’s grill design clainmed in this application has
acquired distinctiveness as a tradenmark. There are
numer ous reasons that could cause respondents’ confusion.

In conclusion, there is very little evidence from
whi ch we can concl ude that prospective and existing gas
grill purchasers view the shape of applicant’s grill as an
i ndication of the source of that grill. Thus, we find that
appl i cant has not established that the product
configuration that is the subject of this application has

acqui red distinctiveness.
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Decision: The refusal to register under Sections 1, 2
and 45 of the Trademark Act, 15 U. S.C. 1051, 1052 and 1127,
on the grounds that the subject matter of the application
is not inherently distinctive, and that applicant has not
establ i shed that the subject matter has acquired

di stinctiveness as a trademark, is affirned.

10



